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APPARATUS 

Filed: December 12, 2003 

TC/ArtUnit: 3724 

Examiner: PETERSON, Kenneth E. 
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PRE- APPEAL BRIEF REQUEST FOR REVIEW WITH ARGUMENTS 

Mail Stop AF 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 
Honorable Sir: 

This Pre- Appeal Brief Request for Review is in response to the Final Office Action dated 
October 17, 2005 and the Advisory Action dated December 19, 2005 regarding the above- 
identified patent application. 

A Notice of Appeal also has been filed this day for the above case. 

Arguments begin on page 2 of this paper. 

A check in the amount of $620.00 is enclosed for a Notice of Appeal fee and a Petition 
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Remarks/Arguments 

For the sake of brevity, only independent claims are addressed in this reply. It is 
understood that arguments regarding the independent claims apply to respective claims 
dependent from the independent claims. 

Arguments below are taken from the respective Requests for Reconsideration filed on 
August 26, 2005 and November 16, 2005 regarding the above-identified patent application. 
Rejection of Claims 2-7 and 9 under 35 U.S.C. § 103(a) 

The Examiner rejected Claims 2-7 and 9 under 35 U.S.C. §103(a) as being unpatentable 
over European Patent No. 0544181 (Niesporek) in view of the Examiner's Official Notice of 
knowledge well known in the art and U.S. Patent No. 5,488,886 (Mohr). Applicants respectfullt 
traverse the rejections. 

I. Provided No Motivation or Suggestion to Combine References 

In the Examiner's final rejection of Claims 2-7 and 9 the Examiner determined that the 
claims were unpatentable due to obviousness over the primary reference (European Patent No. 
0544181 (Niesporek), which describes a cutting apparatus that uses a contact sensor, and U.S. 
Patent No. 5,488,886 (Mohr), which describes a guillotine style bulk paper cutter. The Examiner 
reasoned that contact sensors as used Niesporek could be replaced by the light barrier used in 
Mohr offered no motivation to combine these elements from references in disparate fields. 

Elements of separate patents cannot be combined when there is no suggestion of such 
combination in those patents. Panduit Corp. v. Dennison Manufacturing Co., 1 U.S.P.Q.2d 1593 
(Fed. Cir. 1987). Additionally, the mere fact that references can be combined or modified does 
not render the resultant combination obvious unless the prior art also suggests the desirability of 
the combination. In re Mills 16 U.S.P.Q.2d 1430. The Examiner has provided no motivation 
outside perfunctory statements that the two references should be combined. 

II. Applied Impermissible Hindsight 

To bolster his position the Examiner stated that it was common knowledge that light 

barriers are equivalents of contact sensor, but offers no proof other than his statement that it is 

well known. Deficiencies of the cited references cannot be remedied by general conclusions 
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about what is "basic knowledge " or "common sense" to one of ordinary skill in the art without 
specific factual findings and some concrete evidence in the record to support these findings. See 
In re Zurko 258 F. 3d at 1386, 59 USPQ2d at 1697 (Fed. Cir. 2001). Indeed, "to imbue one of 
ordinary skill in the art with knowledge of the invention ... when no prior art reference or 
references of record convey or suggest that knowledge, is to fall victim to the insidious effect of 
a hindsight syndrome wherein that which only the inventor taught is used against its teacher." 
W.L. Gore & Associates, Inc. v. GarlocK Inc., 220 U.S.P.Q. 303 (Fed. Cir. 1983). The Examiner 
has applied impermissible hindsight to provide the motivation to modify Niesporek. 

III. Examiner Failed to Show Equivalency 

The Examiner also asserted that one of ordinary skill in the art would consider using a 
light barrier over a contact sensor because the two sensors are art-recognized equivalents. 
Relying on equivalence as a rationale to support an obviousness rejection requires that the 
equivalency be art recognized. MPEP §2144.06. Stating that two components are art-recognized 
equivalents sets the stage for offering evidence of equivalency, but more is needed than a mere 
assertion. The Examiner has failed to substantiate the claim that contact sensors and light barriers 
are art-recognized equivalents. Other than the statement that light barriers and contact sensors are 
art recognized equivalents the Examiner has not offered any other support that they are indeed 
equivalents. Applicant contested this statement (on pg 6 and 7 of November 29, 2005 response) 
as being insufficient support for the Examiner's position and argues that the Examiner has not 
properly supported his position that the light barriers and art recognized equivalents of contact 
sensors. Equivalency cannot be "based on applicant's disclosure or the mere fact that the 
components at issue are functional or mechanical equivalents." MPEP §2144.06, In re Ruff, 256 
F.2d 590, 118 USPQ 340 (CCPA 1958). 

IV. Examiner has relied on references that are non-analogous to the instant invention 

Before an Examiner can rely on a reference as a basis for an obviousness rejection "the 

reference must either be in the field of the applicant's endeavor or, if not, then be reasonably 

pertinent to the particular problem with which the invention was concerned." In re Oetiker. 977 

F.2d 1443 (Fed. Cir. 1986). The Examiner cited Mohr to provide motivation to replace a contact 
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sensor with a light barrier in a microtome. Mohr is not analogous to the present invention. Mohr 
teaches a hydraulic, guillotine, bench cutting machine for cutting sheets of material stacked on a 
bench (Abstract and Figure 1). That is, Mohr is cutting a plurality of longitudinal sheets 
orthogonal to the face/surface of the sheets. Specifically Mohr teaches moving a guillotine blade 
to cut fixed, stacked sheets of paper, cardboard, or similar material (col. 5, lines 39-41). The 
present invention moves a very small specimen with respect to a fixed knife to slice off sections 
of the specimen. 

Further, the present invention is using a light barrier to prevent damage to a microtome 
knife or to a specimen being cut, as well as increasing the precision of the cutting action of the 
microtome. In contrast, Mohr does not teach, suggest, or motivate using a light barrier to prevent 
damage to the cutting mechanism or the sample being cut. Neither does Mohr suggest or 
motivate using a light barrier to increase the precision of the cutting action in a microtome. 

For all the reasons presented above, Niesporek fails to form a prima facie case of 
obviousness with respect to Claim 9. Therefore, Claim 9 is patentable over Niesporek. Claims 
2-7, dependent from Claim 9, enjoy the same distinction from the cited prior art. Applicants 
courteously request that the rejection be removed. 
Rejection of Claims 2-7 and 9 under 35 U.S.C. § 103(a) 

In the Final Office Action, the Examiner rejected Claims 2-7 and 9 under 35 U.S.C. 
§ 103(a) as being obvious over European Patent No. 0544181 (Niesporek) in view of the 
Examiner's Official Notice of knowledge well known in the art and U.S. Patent No. 5,488,886 
(Mohr). 

On page 5 and 6 of the Amendment and Request for Reconsideration filed on August 26, 
2006, Applicants show that Niesporek does not teach measuring a distance between a specimen 
and a knife. However, Niesporek teaches a different type of mechanism (a limiter) that performs 
a different function then that which is recited in Claim 9. 

The Examiner argued in the Final Office Action of October 17, 2005 that the 

combination of Mohr and Niesporek renders the invention recited in Claim 2-7 and 9 obvious. In 

the response filed on August 26, 2005 Applicant showed on page 6 that the combination is 
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improper since the Mohr and Niesporek are from non-analogous arts. On page 7 of that same 
response Applicant's showed that there is no suggestion or motivation to modify Niesporek or 
combine Niesporek and Mohr since Mohr solves a different problem that that solved by the 
present invention. 

In a Request for Reconsideration filed November 29, 2005 after the Final Office Action, 
Applicants show again that the combination of Niesporek and Mohr is improper because the 
Examiner provided no motivation or suggestion to combine and that the Examiner applied 
impermissible hindsight in combining Niesporek and Mohr in the obviousness rejection (see 
page 6). 

In the Final Office Action, the Examiner argued that contact sensors and light barriers are 
art recognized equivalents and hence the substitution of the contact sensor in Niesporek for the 
light barrier in Mohr was motivated by this equivalence. Applicant's have shown that the 
Examiner was incorrect in combining these references since more is needed to show equivalency 
then an unsubstantiated claim by an Examiner (see bottom of page 6 and top of page 7 of 
November 29, 2005 response). 


Applicant respectfully submits that all pending claims are in condition for allowance, 
which action is courteously requested. 


Conclusion 



Respectfully submitted, 


C. Paul Maliszewski 
Registration No. 51,990 
Simpson & Simpson, PLLC 
5555 Main Street 
Williamsville, NY 14221-5406 
Telephone No. 716-626-1564 


CPM/TGM 

Dated: January 20, 2006 
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